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DETAILED ACTION 
Summary 

On December 27, 2005, the Applicant filed an after-final amendment. On 
February 13, 2006, an advisory action was sent to the Applicant reopening prosecution. 
A non-final follows. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-40 are rejected under 35 U.S.C. 102(b) as being anticipated by Hackel 
(5,806,047). 

Hackel discloses a method and corresponding system and computer readable 
medium for a combined pool portfolio comprising optimizing investment performance of 
an economic entity, providing on an investment date, a first account in a first regulatory 
environment, the first account owning an investment portfolio, providing a second 
account in a second regulatory environment, transferring market risk but not credit risk 
from the first account to the second account through a counterparty, and recognizing 
one of gains and losses in said second account at a future date from the investment 
date (col. 2, lines 15-53; col. 3, lines 1-11; and col. 5, lines 5-56); transferring market risk 
but not credit risk from the first account to the second account through a counterparty is 
accomplished by entering into a first derivative transaction between the first account 
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and a first counterparty whereby market risk is transferred to the first counterparty, and 
entering into a second derivative transaction between the second account and a second 
counterparty whereby market risk is transferred to the second account from the second 
counterparty (col. 2, lines 15-53; col. 3, lines 1-11; and col. 5, lines 5-56); the first 
counterparty and the second counterparty are separate counterparties (col. 2, lines 15- 
53; col. 3, lines 1-11; and col. 5, lines 5-56); the first counterparty and the second 
counterparty are the same counterparty (col. 2, lines 15-53; col. 3, lines 1-11; and col.5, 
lines 5-56); the derivative transaction between the first account and the counterparty is 
carried out through an intermediary (col. 2, lines 15-53; col. 3, lines 1-11; and col.5, lines 
5-56); the intermediary is a counterparty selected from the group consisting services 
company, a trust, a limited partnership, an organization that issues securities and enters 
into derivative contract agreements and an organization that manages funds on behalf 
of a third party of a fund manager, a bank, a mutual fund, and a financial institution 
(col.2, lines 15-53; col. 3, lines 1-11; and col.5, lines 5-56); transaction is guaranteed by 
a third party guarantor (col.2, lines 15-53; col. 3, lines 1-11; and col.5, lines 5-56); the 
first derivative transaction is selected from the group consisting of a forward contract, an 
option contract, a collar contract and a derivative contract that transfers market risk 
(col.2, lines 15-53; col. 3, lines 1-1 1; and col.5, lines 5-56); the second derivative 
transaction is selected from the group consisting of a forward contract, an option 
contract, a collar contract and a derivative contract that transfers market risk (col.2, lines 
15-53; col.3, lines 1-11; and col.5, lines 5-56); the counterparty is selected from the 
group fund, a financial services company, a trust, a limited consisting of a bank, a 
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mutual fund, partnership, an organization that issues securities and enters into 
derivative contract agreements and an organization that manages funds on behalf of a 
third party (col. 2, lines 15-53; col. 3, lines 1-11; and col. 5, lines 5-56); first account owns 
the investment portfolio indirectly through the ownership of an investment unit (col.2, 
lines 15-53; col. 3, lines 1-11; and col. 5, lines 5-56); the future date from the investment 
date is at least one year (col.2, lines 15-53; col. 3, lines 1-11; and col. 5, lines 5-56); first 
and second derivative transactions are reverse transactions (col.2, lines 15-53; col. 3, 
lines 1-11; and col. 5, lines 5-56); a data processing system for managing the investment 
performance of an economic entity having a first account in a first regulatory 
environment and a second account in a second regulatory environment, said first 
account having an investment portfolio on an investment date, the system comprising a 
data processor for processing data relating to a transfer of market risk but not credit risk 
from the first account to the second account through a counterparty and 
a computer for storing data relating to assets in the first and second accounts and 
calculating one of gains and losses in the value of assets in said second account at a 
future date from the investment date (col.2, lines 15-53; col. 3, lines 1-11; and col. 5, 
lines 5-56); and a computer readable storage medium containing computer executable 
code for instructing a computer to operate for storing data relating to a first account in a 
first regulatory environment, the first on an investment date, account owning an 
investment portfolio on an investment date, storing data relating to a second account in 
a second regulatory environment, processing data relating to a first derivative 
transaction between the first account and a first counterparty whereby market risk is 


Application/Control Number: 09/770,930 Page 5 

Art Unit: 3691 

transferred to the first counterparty, processing data relating to a second derivative 
transaction between the second account and a second counterparty whereby market 
risk is transferred to the second account from the second counterparty, and calculating 
one of gains and losses in said second account at a future date from the investment 
date (col. 2, lines 15-53; col. 3, lines 1-11; and col. 5, lines 5-56). 

Response to Arguments 
Applicant's arguments with respect to claims 1-40 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lalita M. Hamilton whose telephone number is (571) 

272- 6743. The examiner can normally be reached on Tuesday-Thursday (6:30-2:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kalinowski Alexander can be reached on (571) 272-6771. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Lalita M. Hamilton 
Primary Examiner, 3691 


